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DETAILED ACTION 
Response to Arguments 

1 . Applicants' response filed April 30, 2004, has been entered and made of record. 

2. Regarding Applicants 1 argument that the Examiner must consider the evidence of 
commercial success, it is submitted that the evidence of commercial success must be 
factually supported by an appropriate affidavit or declaration to be of value (MPEP 
716.01(c)). 

3. Applicants are respectfully referred to the response in the Final Office Action 
(Paper No. 11) and the Advisory Action (Paper No. 14) concerning their arguments 
regarding establishing a prima facie case of obviousness. 

Claim Rejections - 35 USC ,§ 103 

4. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

5. Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Russell et al., (hereinafter Russell), U.S. 5,905,248 and Mowry, Jr. (hereinafter Mowry), 
U.S. 5,951,055. 

As per Claim 1 , Russell teaches: 

recognizing a document (transaction cards, other printed media, col. 2,11. 57-59) 
and, in response, directing (accessing) a web browser to a website related thereto (col. 
2, lines 57-62). Although it is arguable that a transaction card (e.g., gift card, credit 
card) is equivalent to a security document because it performs substantially the same 
function in the same manner, and Russell teaches that other types of print media can be 
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used to conduct financial transactions with his system (col. 20, line 23) with his system 
and that other security functions can be performed (col. 19, lines 49-50), Russell does 
not specifically teach recognizing a "security document". But Mowry does teach 
recognizing a security document with a hidden security image and a machine-readable 
code, col. 4, lines 53-55. 

It would have been obvious to one of ordinary skill in the art to use the security 
document hidden images and machine-readable codes as the "other printed media" of 
Russell so as to provide another use of Russeirs system, which is particularly useful 
because Russell teaches a hand-held version that could be used by merchant's and 
consumers not only to prevent unauthorized reproduction, but also to prevent passing 
off the unauthorized copy. Additionally, the system of Russell teaches that his system 
can be used to direct a user to information resources (col. 25, lines 7-14) in order to 
more effectively carry out the information-related transactions. 

As per Claim 2, Mowry teaches: 

presenting to a user a substitute ("pseudo originals") image from the website (col. 
5, lines 7-10). 

As per Claim 3, Russell teaches: 

presenting a user with supplemental information ("particular type of information- 
based transaction") relating to the recognized security document, or to its permitted use, 
from the web site (col. 2, lines 56-60). Clearly, during an information-based transaction, 
information must be exchanged between the user and computer system being 
accessed. 
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As per Claim 4, Russell teaches that his system uses machine-readable 
barcodes (col. 8, lines 55-65) and does not specifically mention a digital watermark. 
However, Mowry teaches the use of digital glyphs. Therefore, Mowry teaches: 

the use of recognizing a security document by a digital watermark encoded 
therewith (col. 1 , lines 22-26, col. 4, lines 32-35, 53-54). Mowry also teaches that other 
information bearing elements other than digital glyphs can be encoded in the security 
document so long as it is not recognizable by the unaided human eye, which also 
serves the purpose of not detracting from the aesthetics of the security document. 
Preserving the aesthetics of the security document is also an objective of the applicant 
(See specification page 2, lines 9-11). Additionally, the specification states that the anti- 
counterfeiting system markings can be added to existing documents as an ink marking 
(See specification page 2, lines 11-15) just like Mowry's digital glyphs. 

As per Claim 5, Russell teaches: 

a computer storage medium having instructions stored thereon for causing a 
computer to perform the method of claim 1 (Figure 1, element 6A, "client computer", col. 
2, line 56). 

6. Claims 18, 24-27 are rejected under 35 U.S. C. 103(a) as being unpatentable 
over Witschorik, U.S. 6,131,718 and Durst, U.S. 5,933,829. 
As per Claim 18, Witschorik teaches: 

recognizing (cot. 3, lines 40-44, Validation module 70 (see fig. 4) reads and 
writes security data on bill.., col. 5, lines 28-32, col. 6, lines 64-65, or alternatively, col. 
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8, lines 2-7) a government-issued security document (paper currency, col. 3, lines 25- 
27); 

Witschorik teaches in fig. 1 , element 40 a communications system that could be 
any public telephone network (Internet) connection-based protocols either dial-up or 
leased line connections (cot. 4, lines 47-54) to provide communications accessing a 
security computer 30 via a communications module 90 (see fig. 4) via any variety of 
conventional telecommunications network access devices (cot. 5, lines 38-40) to 
receive authentication data, Witschorik does not specifically state that he is accessing a 
website to receive such data. However, Durst teaches: 

in response to recognition of such document, contacting a web site (col. 4, lines 
65-67, col. 5, lines 39-53) that provides information regarding reproduction of the 
document (col. 8, lines 35-40, determination as to whether which data should be sent 
back to the user). 

Durst states that his system can be used with security information useful for 
completing secured transactions, and Witschorik teaches that his system responds to 
the read dollar serial number and the embedded magnetic security code (col. 7, lines 9- 
14). 

It would have been obvious to one of ordinary skill in the art to use the website 
accessing system of Durst with the security code number validating system of 
Witschorik to eliminate counterfeiting by instantly confirming the authenticity of the 
exchanged dollar and to provide output messages to the user (fig. 4, element 80, col. 5, 
lines 36-37) regarding whether the dollar under test has been reproduced. 
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As per Claim 24, Witschorik teaches: the security document is a banknote (col. 1, 
lines 15-25). 

As per claim 25, Witschorik teaches: wherein recognizing is performed by a 
scanner (figure 1, element 50, col. 4, lines 55-58). 

As per Claim 26, Witschorik teaches: wherein said recognizing is performed by 
driver software in the scanner (col. 8, lines 4-6). 

As per Claim 27, Witschorik does not specifically tech that the recognition is done 
in the general purpose computer, But Durst teaches: wherein said recognizing is 
performed by a general purpose computer (col. 5, lines 37-45). 
7. Claims 19, 23, 28 and 29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Witschorik and Durst as applied to Claim 18 above, and further in 
view of Gruhl et al. (hereinafter Gruhl), Information Hiding to Foil the Casual 
Counterfeiter", Second International Workshop on Information Hiding, April 17, 1998. 

Durst does not specifically state the type of website accessed. However, Durst 
does teach that the website accessed is related to the document scanned (col. 4, lines 
66-67, col. 5, lines 54-60). Witschorik teaches that the web address is directly related to 
validating the dollar. Gruhl teaches an anticounterfeiting system. 

As per Claim 19, Gruhl teaches: 

web sites that provide information about counterfeiting and penalties (endnotes 
11-13, page 15). 

It would have been obvious to one of ordinary skill in the art to direct the user of a 
system like Witschorik and Durst to a website that not only confirms the validity of 
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currency or information about counterfeiting, but also allows the user to provide the 
would-be counterfeiter with potential penalties for continued passing of false currency. 
One of ordinary skill would be motivated to look at Witschorik and Durst in light of Gruhl 
since the system of Durst is used to provide information regarding the document 
scanned and Witschorik is a system that validates currency over a public network. 
As per Claim 23, Gruhl teaches: 

web sites that provide guidelines for legitimate use of security document images 
(endnotes 11-13, page 15). 

As per Claim 28, although Witschorik teaches using magnetic information areas 
(figs. 2a, 2b, and 2c, elements 25a, 25b, 25c) not steganographic data decoded using 
visible light. But Witschorik teaches that any suitable recordation technology can be 
used, col. 3, lines 44-45, and even contemplates using a more desirable alternative in 
any after rising technology, col. 3, lines 47-51. However, Gruhl teaches an after rising 
technology suggested by Witschorik that can be applied to currency. Gruhl teaches: 
wherein said recognizing includes decoding steganographically (imperceptibly embeds, 
page 3, section 2, second sentence) encoded data from visible light scan data ( Gruhl is 
trying to solve the problems of using color copiers, page 2, Section entitled Problem), 
corresponding to said document( see fig 5, page 8). 

It would have been obvious to one of ordinary skill in the art to use the 
imperceptible watermark of Gruhl in the system of Witschorik and Durst to overcome the 
admitted susceptibility of magnetic data to attack by introducing the patch watermark of 
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Gruhl which can better withstand the attack of counterfeiters particularly when trying to 
validate older dollars. 

Regarding Claim 29, arguments analogous to those presented for Claims 19, 23 
and 28 are applicable to Claim 29. 

Allowable Subject Matter 

8. Claims 20-22 are allowed. 

Claim 20 of the instant invention recites an automated method comprising: 

recognizing a government-issued security document; and 

in response to recognition of such document, contacting a web site that provides 
information concerning reproduction of the document, wherein the web site informs a 
user that reproduction of the document is illegal, but offers substitute image data 
generally corresponding to said document. 

The features identified, in combination, are neither discussed nor suggested by 
the prior arts of record. 

Claims 21 and 22 depend on Claim 20, and are therefore allowable. 

Contact Information 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mehrdad Dastouri whose telephone number is (703) 
305-2438. The examiner can normally be reached on Monday to Friday from 8:00 a.m. 
to 4:30 p.m.. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Amelia Au can be reached on (703) 308-6604. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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